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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name SEOmoz, Inc.
Entity C Corp Citizenship Delaware
Address 4314 Roosevelt Way NE
Seattle, WA 98105
UNITED STATES
Attorney Sarah L. Bird
information General Counsel for SEOmoz, Inc.
4314 Roosevelt Way NE
Seattle, WA 98105
UNITED STATES
sarah@seomoz.org Phone:206-632-3171
Applicant Information
Application No 77171330 Publication date 03/25/2008
Opposition Filing 04/09/2008 Opposition 04/24/2008
Date Period Ends
Applicant Jason Gambert
10001 Woodcreak Oaks Blvd. Suite 1627
Roseville, CA 95747
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 2007/02/14 First Use In Commerce: 2007/02/14

All goods and services in the class are opposed, namely: Marketing services in the field of computers
in the nature of providing marketing services for the benefit of others by compiling advertising
campaigns, promotional services, and consulting for customers

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

The mark is merely descriptive

Trademark Act section 2(e)(1)

The mark is deceptively misdescriptive

Trademark Act section 2(e)(1)

Dilution

Trademark Act section 43(c)

Genericness

Trademark Act section 23

Marks Cited by Opposer as Basis for Opposition
U.S. Application/ NONE Application Date NONE
Registration No.
Registration Date NONE



http://estta.uspto.gov

Word Mark SEOmoz

Goods/Services International Class 035. Goods and services for online advetising,
promotions and marketing.

U.S. Application/ NONE Application Date NONE
Registration No.

Registration Date NONE

Word Mark SEO

Goods/Services International Class 035. Goods and services for online advertising,

promotions and marketing.

Attachments Gambert NOO 04092008.pdf ( 11 pages )(2077943 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /SLB/
Name Sarah L. Bird
Date 04/09/2008
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- PUBLISHED 3/28/2008 REGISTRATION

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMAREK TRIAL AND APPEAL B OARD
It re the Matter of) QPPOSITION NO:

SERIAL NG, 77171330
FOR THE MAREK “BEQ” NOTICE OF OPFPOSITION TO

SEOMQZ, INC., a Delaware Corporation

Oppaser,

JAMES GAMEBERT,

Applicant.

T ITIS30.

Introduction
Upposer SEQmoz, Ino, by and through its attorney, Sarah L. Bird, pursuant to
Trademark Rules 2,101, 2,104, 2.122{c)-&l); Fedl R Civ, P 7, 8«11 TBMP Chapter 300
(2d ed. rev, 2004} and other applicable authorities, files this Netice of (f}'p_p(.:siti_s:uf;
respectfully reguesting that the Trademark Trial and Appeal Board sustain thig

oppoasition and deny registration of the proposed mark, “8SEO." with the serial number

s
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The name "SEQmoz” and the proposed mark, “SEOL have been wused in
commerse for markeling services since October 2003, 8EOmos has standing in thig
matier because it has been using the term “SEOT for “marketing services in the field of
computers.”! For example, 8EOmoz uses the trade mame *SEOmoz,” distributes goods
with the "SEO” mark? utilizes the demain name SEOmozorg, publishes “The Daily
SEQ Blog,” and compiles advertising campaigns, promotional services, and marke ing
consulting for ity oastomers. 8EOmoz has used "SEO” to describe its marketing
services and goods since 2003, SECmoez s one of the world’s most trusted sifes a:n'(“
publishes one of the most widely read blogs relating o internot marketing., SEQrmos
would be harmed by the registration of “SEO" sy a service mark for marketing gouds
and sarvices,

General Allegations

Lo dames Gambert filed an application to register the mark "SEQ” in May of 2007

At that time he desoribed his class of Goods and Services very bro: adly, spanning mans
classes: “Rearch Buginge Optimization, Hosting, Webdesign, Softwars, Hosting, Domain
Name, Softwere Development, All Computer Related Development and Marketing plus
what i3 listed; Computer f:‘av::ift\&-“are; Computer Hardware, “SEQ" Letters o be
trademarked n "All" Computer related areas.” In his application, he indicates a first
use of February 14, 2007, He bases his spplication on his alleged current use inf

¥

commerce {1{a)) and not on intent to use (1{b}).

Q woting Apphicant’s description oF Gosds and Services.

* $EOman’s “Begiorers Guide to SEO™ was published i Degember 3083 ned has hepoms ¢ standand Inrodustive o
SEO services and toehniques i the industey, Since publication, it has besn viewed over 2000000 times and has Boon
Haked (o by more Han 7,500 websites,

%
Punciustion errars jo original Application.
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2. In August 2007, the reviewing attorney correctly refused the apphoation on the

grounds that "SEQ” is (1} generic and (2) merely descriptive of the Auplicant’s serviecg A
The reviewing affomey oited multiple examples of “BEQ” heing ussd in relation to
computars and Search Engine Optimization.

& Between September 2007 and January 3008, Gambert ¢ select, unreliable
internet souroey to persuade the reviewing attorney that *SEQ” is commonly used o
describe the “process” of svarch engine optimization and not marketing services, He
alse amended his application to remove all traces of search ongine optimizadion
services. Gambert also greatly generalized the description of his mods and services m‘
“Marketing services in the field of computers in the nature of providing marketing
serveies [sic) for the benefit of others by compiling advertising campadgns, promotional
services, and consulting for its customers.” He is owrrently filing under Internationa
Class 35,

4. The reviewing sttorney approved the application for publication in Jannary
2008, Publication began on March 28, 2008

3. A search for Gamberts website reveals that as of April 8, 2008 he iy not asin 18]
“REQT anywhere on his site (www.modernconsuitingsolutions.com). Ses Attachment J
However, he does claim to offer search engine oplimization services, See Attachment B,
Uitimately, however, there is no proof, (other than the alleged specinien submitted by
Gambert), that he yses "SEQ” in comimeroe now or in the past. In fact, a comparison o

the alleged specimen submitted by Gambert and the screen shot of hix wehsite i

Attachment A suggesis that Gambert created & phony specimen to submit fo the

: ha({ otfwr serious concerns with the applivation, but they are not gormane o this
Nutice of Opposiiign.
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1 - reviewing attorney by replacing the letters “MOSY with “SEOLY SEChmoz alleges the

£

submifted specimen was never used in commerce,

13

v The term "SEO” s & generic term that has been in wide circulation for alnost

< two decades. Further, contrary to the Applicant’s representation, it is not marely &
6 - process; 1 is & service. The Applicant also wronghilly represented o the reviewing
¥

! atturney that “SEQ” is merely « technical process involving c only the manipulation of

keywords. In fact, it is broadly understood and acknowledged that SEQ nvolves much

&
; more than manipulating keywords.
H} -
11 7 2 involves creating mteresting contsnt in the form of articles, blogs and

- press releases, finding and utilizing link directories, reviewing the structure of s

13

website, and reviewing the vode that allows search engines to indes the website.d
14
15 Discovering useful keywords and phrases is only one aspect of & much more involved
16 service. The fact that mternet marketers ave paid out of thelr clients® marketing
17

budgets, and not the clients’ technology budgets, further demonstrates that SEO is

widely understood to be a marketing serviee.

20 S0 SBEO is & comumon and essential marketing stragegy. It overlaps with traditional
21 television, radio, and other print marketing campaigns. The Applicant’s description of
?‘1 Wogyen iy ¥ R =8 } i x;*} ¥ { -y } CRE R Y F e ('d;» DOV T e ST 1 O

marketing services i the Beld of computers in the nature of providing marketing

services for the benelil of others by compiling advertising campaigns, promotionad

bl

e services, and consulting for its customers” is broad enough te include 8EQ marketing

¢ Goard: s defioion of “SEO™ it

swv gaoghe. wm-xumwii\weiu‘:mst's;‘n-"E\infmmx" i ;w”h]'“" e wer= 38291 “NEG s s shhreviation o

qxh engine optinizer.” Many SEQy and other agencies and consublants provide usefitl services for website

3t owners, from writing sopy 10 giving adviee ob site srehtectre and helping i find relevamt dircctories to which 2 sify
car be submitted.” Last visited on April 8, 2008,
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- website, See Attashiment B,

stradegies. In fnct, the Applcant offers search en ging oplimization services on hig

b

Q. As the

reviewing attorney uoted in her response to the ¢ Applicant, a Google
el for “SEQ commputers” returns & resulis page with over 900,000 stories. Bven

mure mportant for purposes of the challenged application, « Google search for “REC

L

marketing” returns a resulls page with over

milbon articles. A Google search for “8EQ
Marketing Services”™ returns & results page with over 900,000 articles, Thid
demonstrates that "SEQY is broadly and widely understood to wdentily & kind o
marketing service, and not the source of a servig

10 Further, individuals and businesses have been providing marketing services
that include SEQ since the early 1990s. Even i the mark “SEO” was not generic om
merely descriptive, the registration would be barred by prior nse because thousands ol
entities that have been using SEQ in the context of marketing and computers wel
before February 2007, In fact, SEQmoz, has been using its trads name since 2003 and
has been providing marketing services in the field of computers under the “SEQ” mark
sinee that time.

LI this mark were granted, thousands of internet marketers wonld have i

change the way they deseribe and talk about their services. Further, consumers wonld

be confused about the source of marketing servives because of the widespread, generig
use of the proposed “SEQ™ mark

Grounds for Opposition

The Froposed Mark Is Merely Deseriptive.

13, Registration should be denied because the proposed mark merely sddescribes s

feature or characteristic of Applicant’s services. Trademari Act Sectiom 2(el{1), 15 USC

Fs
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J1052{cii ) TMEPF 881200 « seg. A mark is mere iy df:‘m‘mp{w‘ under Trademsark Act

Section 2}, 15 URC FI0BXell}, if it describes an  ingredient, quality

37 >
W

characteristio, function, feature, purpose or use of the relevant goods and/or services.
Inore Guuday, 820 F.2d 1216, 3 USPO2d 1009 {Fed. Qir. 19871 In re Bad & R s fis
Registry, 791 F.2d 157, 220 USPQ BIR (Fed. Cir. 19R8); I re Met Path fne., 223 LEPQ

B8 (TTAB 18984} TMEP §1209.1{b). For purposes of Section {2(el{1} analvsis, a 'i‘{tm;

need not describe adl of the purposes, functions, charactocistios or features of the goods

0 F.5d

ard for sevvices to be werely descriptive. Inore Digha-Matiress OUperating Corp.,
1341, 1346, 37 USPQIAd 1807 (Fed. Cir. 2001). It is enongh if the term desoribes anly

ane significant function, atirtbute or praperty, In re Oppedeah! & Larson LLP, 373 F.A4d
HI73, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004) (A} mark may be merely
deseriptive even I 1t does not deseribe the Tull scope and extent’ of the applicant’s
goods or services.”} {quating In re Dicl-a-Matiress Operating Corp,, 240 Fad 1341, 1848,
&7 USPO2d 1807, 1812 {(Fed. Clre, 2001)),

13, The Appleant clams to be providing “mesketing services in the field of
compuiers” under International Class 35, He also offers search engine optimization
services on hiy website, See Attachment B, SEO or search engine optimization is &

arketing service” [t is a generie and highly descriptive term. The Applicant is using
the generic term SEQ i its commonly understood sense to desoribe marketing
SCFVICES.

B Bven if the Applicant’s services extendsd beyond the broad rangs of serviced
encompassed by the term "SR the mark is still mevely desoriptive because it
describes a significant aspect of his services, See, eg., In re Dickua-Mattress Qperating

Corp., 340 F.34 at 1346, 37 USPO2d 1807,

MOTICE OF OPPOSITION
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15, i the Applicant were permitted to register the mark “8§RO,” Applicant would

obitain at least a prime facle right to exclusive use of the term, and the Qpposer, it

filiates, and Heensees conld be deprived of their lawful vights to continue to use the

termu. Therefore, the granting of a certificate of registration to Applicant wonld Y
the Qpposer.

B, The Applicant Is Not Using the Mark In Commerce.

16, Upon information and belief, the Applicant is npt using “SEQ" to identily hig

marketing services. The alleged specimen does not indicate a date or uae in commerce.

Further, the Applicant’s website {wwwwmodermneonsuliinesohitiona.com) does  ant

contain the mark "SEQT anywhere $ See for example, Attachment A,
17, Because the Applicant hased his applivation on current use in commerce {1{a})
and not on wmtent-to-use {1{h)}), kis application must be should be denjed.
€. The Proposed Mark is Deceptively Descriptive
18, The reviewing atiorney informed the Applicant that his application was refused

becanse “SEQT is a generie term for scarch engine optirnization and the Apphcant Hsted

:arch engine optimization” in his nitial deseriptions of “govds and services.” The
Applicant then attempted to obfuscate the United States Patent & Trademark Qffice
and circumvent the letter and spirit of trademark law by claiming that “SEQ” atands f.b‘z.;
“Systems Efficient Uptimization” and that he was providing “marketing services in the
eld of computers.” He goes out of his way to distance himsell from searel engine

optindzation by presenting & nonsensical argument that SEQ is a process and never

" Although the site deesn't melude “SEQ," it creates a Hkelhood of vonfusion by offering searnh
sngine spltunization services. Ser Attachment B,

ROTICE OF OPPOSTOION
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19, Representing to the United States Paternt & Trademark Office and to patentia

msumers that “SEOY means something other than search engine epltimization for

provision of “marketing services in the field of compiters® is deceptive, He deceives the

LUSPTO and potential consumers that his services are somehow different from those

marketing services provided by marketers who provide SEQ services. I the Applicant is

ot providing SEC services, then he is decelving consumers. Congurmers have the right
0 expect that an entity identifying Hself as an “SEO" and claiming 1o provide

~

“marketing services i the Held of computers” provides search engine optimization|

sevvices. Thus, i he is not performing SEQ services, his use of the proposaed mark is
deceptively descoriptive by mislabeling hiy marketing services

5. Alternatively, If the Mark is Appropriate for Registrvation, then SEQGmoz
Has Priority and there is a Likelihood of Confusion.

20 First, it is BECmoz’s position that the term “8BEQ” when applied to marketing
services is generic and mevely descriptive, However, in the svent that the Traviemeaeid
Trial and Appeal Board finds that the mark is sufficiently distinctive, then SEOQmod
maintains that prior use, lkelihood of confusion, and dilution should bar registration,

21, SEQmoz, for example, has been using the mark “SEOQ" and the trade name
SEmoz {whers the “s7 "e” and "o” are capitalized) since 2003 to provide marketing
services in the field of computers, SEQmuoz alse uses the proposed mark, “SEQ7 ic
describar its vasl markeling services, blogs, tools, guides and other gnods. SEOmoy
therefore has common leow rights to "S8EQmoz" and *SEO. Further, SEOmoz's use is
well before the first use” stated in the Applicant’s registration, February 2007, Thus!
there 15 a likelihood of confusion under Trademark Act {sometimes referred to as “The

Lanham Act™) Section 2{d) between applicant’s mark and SEQOmoz’s marks.

NOTICE OF OPPOSITION SARAT L. BiRD
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22, Allowing a marketer “in

the

ficdd of

computers”

Lo vegistor

the servics mark for

SEQ would harm SEOmos's common law mark because it alss provides

services. The similarity in the names would result in customer confusion and difution,

WHEREFQRE, Gpposer belisves that it will be dams aged by Applicant's registration

of the mark “SEQ” and requests that the opposition be sustained and said registration

b denied,

~

Please recognize as attorney for Qpposer in this procecding Sarah L. Bird, a
T i k & ‘

member of the Washington Btate bar. Please address all communications to Sarah L

Bird at the address listed below,

f'ﬁw A “,
Ay
Respectiully submitted this Bih day of April, 2 OCA‘{; Seattle, if%\t shingion.
e 4

(—
% I
3
4
\‘1

BY e ‘ R
Barah L. Bird, WSBA #368R3
f-\'t't{‘z:"m“, for Qpposer f:aISUmuw Ino,
F314 Roosevelt Way, N
Seattle, WA 88105

32-3171
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Attachment &
Teo SEGmaoz’s Notice of Gppaositien

Sereen Shot of www modemeonsaltingsolutions.com Taken April &, 2008
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Attachment B
SEQmoz’s Notice of Opposition

een Shot of wwaw modernconsuliinesolutions com

Taken Aprit 8, 2008
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